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DETALIED ACTION 
Claim Objections 

Claim 8 is objected to because of the following inforaialities: "cyclotetrasiloxane" is a 
known synonym for octamethylcyclotetrasiloxane and should be removed from claim 8 since 
"octamethylcyclotetrasiloxane" is already claimed. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 21 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Specifically, the claim limitation "amino-fimctional silazane" is confusing. A 
silazane, by its very definition comprises an amino group. It is therefore unclear if Applicant's 
are referring to a silazane, such as hexamethyldisilazane, or a silazane, which further comprises 
another amino group present. For purposes of further examination, the phrase "amino-functional 
silazane" will be taken as polysilazane or cyclic trisilazane as provided in Applicant's 
specification. Appropriate correction is required. 



Claim Rejections - 35 USC §103 

The followdng is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-11, 14-16, and 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kobayashi et al. (US Pat. 5,880,227). 

It is first noted that the applied reference teaches some of the claimed non-VOC carriers 
(5:40-41). However, Kobayashi et al. refers to these components as volatile silicones. However, 
because the claimed non-VOC siloxanes and the volatile silicones as taught by Kobayashi et al. 
can be the same, Kobayashi et al., when referring to volatile silicones, also refers to non-VOC 
carriers as claimed. 

Claim 1 : Kobayashi et al. teaches a curable composition comprising a curable component 
which is comprised of a polyfunctional siloxane and at least one crosslinker (abstract). 
Kobayashi et al. further teaches that the curable composition can be used for mold-release 
applications (5:63). It therefore follows that Kobayashi et al. teaches "a curable mold release 
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composition" as stated in the claim preamble. While Kobayashi et ai. is silent with regards to 
mold release performance, specifically, as that the composition(s) are able to promote at least 
five mold releases without transfer of mold release composition to a part, Kobayashi et al. does 
teach the chemical composition of instant claim 1. The courts have stated that a chemical 
composition and its properties are inseparable. Therefore, if the prior art teaches the identical 
chemical structure, the properties applicant discloses and/or claims are necessarily present. In re 
Spada, 91 1 F.2d 705, 15 USPQ2d 1655, (Fed. Cir. 1990). See also In re Best, 562 F.2d 1252, 
195 USPQ 430, (CCPA 1977). "Where the claimed and prior art products are identical or 
substantially identical in structure or composition, or are produced by identical or substantially 
identical processes, a prima facie case of either anticipation or obviousness has been 
established." Further, if it is the applicant's position that this would not be the case: (1) evidence 
would need to be provided to support the applicant's position; and (2) it would be the Office's 
position that the application contains inadequate disclosure that there is no teaching as to how to 
obtain the claimed properties with only the claimed ingredients. 

Claim 2: Kobayashi et al. teaches that mixed solvent systems/carriers may be used 
(examples section). Kobayashi et al. further teaches that the solvents may be volatile 

Claim 3: Kobayashi et al. teaches a moisture-curable composition (abstract). 

Claims 4 and 5: While Kobayashi et al. is silent with regards to gloss values of the 
composition, Kobayashi et al. does teach the chemical composition of instant claim 1 . The 
courts have stated that a chemical composition and its properties are inseparable. Therefore, if 
the prior art teaches the identical chemicsd structure, the properties applicant discloses and/or 
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claims are necessarily present. In re Spada, 91 1 F.2d 705, 15 USPQ2d 1655, (Fed. Cir. 1990). 
See also In re Best, 562 F.2d 1252, 195 USPQ 430, (CCPA 1977). "Where the claimed and prior 
art products are identical or substantially identical in structure or composition, or are produced 
by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established," If it is the applicant's position that this would not be the case: • 
(1) evidence would need to be provided to support the applicant's position; and (2) it would be 
the Office's position that the application contains inadequate disclosure that there is no teaching 
as to how to obtain the claimed properties with only the claimed ingredients. 

Claims 6-8: Kobayashi et al. further teaches that the non-VOC carrier/diluent/solvent can 
be hexamethyldisiloxane and octamethylcyclotetrasiloxane (5:40-41). 

Claims 9 and 10: Kobayashi et al. further teaches that the non-VOC 
carrier/diluent/solvent can be employed from 5 to 90% by weight (5:47-50), which fully 
encompasses the range of instant claim 9, and partially encompasses the range of instant claim 
10. 

Claim 1 1 : Kobayashi et al. further teaches that the non-VOC carrier/diluent/solvent does 
not react with the curable component (5:24-42). 

Claim 14: Kobayashi et al. further teaches that the crosslinker may be, among others, an 
alkoxy- functional silane (4:52-5:23). 

Claim 15: Because Kobayashi et al. teaches some of the same non-VOC 
carrier/diluent/solvent as the instant application, it inherently follows that Kobayashi et al. 
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teaches that the composition of instant claim 1 has a room temperature solvent evaporation range 
falUng in the range of instant claim 15. 

Claim 16: While Kobayashi et al. teaches that the compositions were cured at room 
temperature over the course of 1 week (examples 1 , 2, 3 ^ and 4), the curing time is a resuh- 
effective variable. The courts have stated that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art (i.e., does not require undue experimentation). In re Aller, 105 USPQ 233. 
"Discovering an optimxmi value of a result effective variable involves only routine skill in the 
art." In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). Note too MPEP 2144.05 which 
states that "differences in concentration or temperature will not support the patentability of 
subject matter encompassed by the prior art unless there is evidence indicating such 
concentration or temperature is critical". In the instant case, a person having ordinary skill in the 
art would have found it obvious to reduce the curing times as taught by Kobayashi et al. and 
would have been motivated to do so because shorter cure times allow for a more efficient process 
and more economic benefit. Further, a person having ordinary skill in the art would have been 
able to reduce the cure times by performing any one, or a combination of, the following: . 
screening different curing catalyst, increasing the amount of curing catalyst, and/or increase the 
water content. Last, it is obvious to a person having ordinary skill in the art, that although 
Kobayashi et al. teaches cure times of 1 week, the curing mechanism(s) would occur 
immediately upon moisture exposure, and thus, even after a fevv minutes or hours, substantial 
curing would take place. The claim as currently written does not call for a "full" cure of the 
system. However, even if written as such, the reasons given above would not demonstrate 
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novelty or unobviousness, when applied to the teachings of Kobayashi et al. Applicants further 
define the term "cure" as covering both partial and complete curing in the instant specification. 

Claims 18 and 19: Kobayashi et al. teaches the presence of a moisture cure-accelerating 
catalyst (4:30-51). 

Claim 20: Kobayashi et al. teaches that the compositions may be cured at room 
temperature (5:53-56). 

Claim 21 is rejected under35 U.S.C. 103(a) as being unpatentable over Kobayashi et al. 
(US Pat. 5,880,227) in view of Azechi et al. (US Pat. 5,691,407). 

Kobayashi et al. teaches a curable composition comprising a curable component which is 
comprised of a polyfunctional siloxane and at least one crosslinker (abstract). Kobayashi et al. 
fiirther teaches that the curable composition can be used for mold-release applications (5:63). It 
therefore follows that Kobayashi et al. teaches "a curable mold release composition" as stated in 
the claim preamble. Kobayashi et al. further teaches that the non-VOC carrier/diluent/solvent 
can be hexamethyldisiloxane and octamethylcyclotetrasiloxane (5:40-41). Kobayashi et al. 
further teaches that the carrier is present in amounts of up to 90 wt% (5:48). Kobayashi et al. 
does not explicitly teach the presence of a silazane coupling agent. However, Azechi et al. does 
teach the presence of a silazane coupling agent (4:30-49). Kobayashi et al. and Azechi et al. are 
combinable because they are from the same field of endeavor, namely, silicone rubber 
compositions. At the time of the invention, a person having ordinary skill in the art would have 
found it obvious to employ the silazane coupling agents as taught by Azechi et al. into the 
curable compositions as taught by Kobayashi et al. and would have been motivated to do so 
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because Azechi et al. teaches that both silazanes and aminosiianes are effective coupling agents 
(4:30-32). Kobayashi et al. explicitly teaches using aminosilane coupling agents (4:52-5:23). 
Based on the teaching of equivalency by Azechi et al., a person having ordinary skill in the art 
would have been motivated to employ the silazane reagents as taught therein. 

Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kobayashi et al. (US Pat. 5,880,227). 

Kobayashi et al. teaches a method for preparing a curable mold release coating 
composition comprising: (a) providing a carrier composition/solvent and (b) mixing the carrier 
composition/solvent with a curable composition comprising at least one crosslinker and at least 
one polyfunctional siloxane (abstract and examples). Kobayashi et al. further teaches that the 
carrier composition/solvent comprises hexamethyldisiloxane and octamethylcyclotetrasiloxane 
(5:40-41). 

Claims 24 and 25 are rejected under 35 U.S.C, 103(a) as being unpatentable over 
Kobayashi et al. (US Pat. 5,880,227). 

Claim 24: Kobayashi et al. teaches a method for preparing a mold release coating 
comprising: (a) applying a carrier composition/solvent which may comprise 
hexamethyldisiloxane and octamethylcyclotetrasiloxane (5:40-41) and a curable component 
comprising a combination of at least one cross-linker and at least one polyfunctional siloxane 
(abstract) and allowing the composition to cure (examples). 
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Claim 25: While Kobayashi et al. is silent in regards to curing so as to achieve gloss 
values as claimed in instant claim 25, Kobayashi et al. does teach the same process and 
composition as claimed in instant claim 24. It therefore follows that the cured compositions 
would have the same properties as claimed because Kobayashi et al. teaches the same 
composition (vide supra). 

Claims 1, 3, 6-1 1 and 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gantner et al. (US Pat. 6,512,072). 

Claims 1, 3 and 6-1 1 : Gantner et al. teaches a moisture-curable composition comprising a 
volatile non-reactive diluent/non-VOC carrier such as hexamethyldisiloxane, 
octamethylcyclotetrasiloxane, decamethylcyclopentasiloxane, and other short chain linear 
siloxanes (4:19-31) in amounts up to 94.99% (4:32-33), and a curable component based on a 
polyfunctional polysiloxane (2:4-3:33) and a crosslinking agent (4:39-65). While the end use of 
the compositions taught by Gantner et al. is geared towards coatings/films on biological 
membranes (7:7-13), Gantner et al. does teach that the compositions may also achieve properties 
related to release coatings (7: 1-6). Therefore, it is the position of the Office that Gantner et al. 
teaches the same intended use as the instant application. 

While Gantner et al. is silent with regards to mold release performance, specifically, as 
that the composition(s) are able to promote at least five mold releases without transfer of mold 
release composition to a part, Gantner et al. does teach the chemical composition of instant claim 
1 . The courts have stated that a chemical composition and its properties are inseparable. 
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Therefore, if the prior art teaches the identical chemical structure, the properties applicant 
discloses and/or claims are necessarily present. In re Spada, 91 1 F.2d 705, 15 USPQ2d 1655, 
(Fed. Cir. 1990). See also In re Best, 562 F.2d 1252, 195 USPQ 430, (CCPA 1977). "Where the 
claimed and prior art products are identical or substantially identical in structure or composition, 
or are produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established." Further, if it is the applicant's position that 
this would not be the case: (1) evidence would need to be provided to support the applicant's 
position; and (2) it would be the Office's position that the application contains inadequate 
disclosure that there is no teaching as to how to obtain the claimed properties with only the 
claimed ingredients. 

Claim 14: Gantner et al further teaches that the cross-linking agent can be a 
trialkoxysilane (4:55-65). 

Claim 15: Because Gantner et al. teaches some of the same non-VOC 
carrier/diluent/solvent as the instant application, it inherently follows that Gantner et al. teaches 
that the composition of instant claim 1 has a room temperature solvent evaporation range falling 
in the range of instant claim 15. 

Claims 16 and 20: Gantner et al. further teaches that room temperature cures take place 
within 10 minutes, which falls into the range of instant claim 16. 

Claim 17: Gantner et al. further teaches that the polyfunctional siloxane has viscosities of 
0.5 to 3,000 Pa s (500 to 3,000,000 mPa-s) (500 to 3,000,000 cps) at 25 °C/room temperature 
(2:27-29). 

Claim 18: Gantner et al. further teaches additional components may be added (5:5-6:26). 
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Claim 19: Gantner et al. further teaches a moisture catalyst (3:55-65). 

Claims 22 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gantner 
etal. (US Pat 6,512,072). 

Gantner et al. teaches a method for preparing a curable mold release coating composition 
comprising: (a) providing a carrier composition/diluent and (b) mixing the carrier 
composition/diluent with a curable composition comprising at least one crosslinker and at least 
one polyfunctional siloxane (abstract and examples). Gantner et al. further teaches that the 
carrier composition/diluent comprises hexamethyldisiloxane (examples). 

Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Gantner 
etal.(US Pat. 6,512,072). 

Claim 24: Gantner et al. teaches a method for preparing a mold release coating 
comprising: (a) applying a carrier composition/solvent which may comprise 
hexamethyldisiloxane (examples) and a curable component comprising a combination of at least 
one cross-linker and at least one polyfunctional siloxane (examples) and allowing the 
composition to cure (examples). 

Claim 25: While Gantner et al. is silent in regards to curing so as to achieve gloss values 
as claimed in instant claim 25, Gantner et al. does teach the same process and composition as 
claimed in instant claim 24. It therefore follows that the cured compositions would have the 
same properties as claimed because Gantner et al. teaches the same composition (vide supra). 
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Claims 1-9 and 1 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Horie et al. (JP-06-88025). For convenience, the English-language, machine-translation will be 
relied upon. 

Claims 1 and 11: Horie et al. teaches a curable silicone coating material comprising, a 
non-volatile (non-VOC) organic carrier/diluent composition (abstract) and a curable component 
comprising a polyfunctional siloxane and a cross-linker (paragraphs 0020 and 0021). Horie et al. 
further teaches the use of these compositions imparting slip to a coated surface. It therefore 
follows that a person having ordinary skill in the art would understand that the compositions 
taught by Horie et al. would inherently serve as mold-release agents. 

While Horie et al. is silent with regards to mold release performance, specifically, as that 
the composition(s) are able to promote at least five mold releases without transfer of mold 
release composition to a part, Horie et al. does teach the chemical composition of instant claim 1 . 
The courts have stated that a chemical composition and its properties are inseparable. Therefore, 
if the prior art teaches the identical chemical structure, the properties applicant discloses and/or 
claims are necessarily present. In re Spada, 91 1 F.2d 705, 15 USPQ2d 1655, (Fed. Cir. 1990). 
See also In re Best, 562 F.2d 1252, 195 USPQ 430, (CCPA 1977). "Where the claimed and prior 
art products are identical or substantially identical in structure or composition, or are produced 
by identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established." Further, if it is the applicant's position that this would not be 
the case: (1) evidence would need to be provided to support the applicants position; and (2) it 



Application/Control Number: 10/565,499 Page 13 

Art Unit: 1796 

would be the Office's position that the application contains inadequate disclosure that there is no 
teaching as to how to obtain the claimed properties with only the claimed ingredients. 

Claim 2: Horie et al. further teaches that additional volatile solvents can be added to the 
composition in addition to the non-VOC/diluent, therefore providing for a low-VOC 
carrier/diluent mixture (paragraph 0031). 

Claim 3: Horie et al. further teaches that the compositions can be moisture-curable or 
addition curable (paragraph 00 1 5). 

Claims 4 and 5: While Horie et al. is silent with regards to gloss values of the 
composition, Horie et al. does teach the chemical composition of instant claim 1 . The courts 
have stated that a chemical composition and its properties are inseparable. Therefore, if the prior 
art teaches the identical chemical structure, the properties applicant discloses and/or claims are 
necessarily present. In re Spada, 91 1 F.2d 705, 15 USPQ2d 1655, (Fed. Cir. 1990). See also In 
re Best, 562 F.2d 1252, 195 USPQ 430, (CCPA 1977). "Where the claimed and prior art 
products are identical or substantially identical in structure or composition, or are produced by 
identical or substantially identical processes, a prima facie case of either anticipation or 
obviousness has been established." If it is the applicant's position that this would not be the case: 
(1) evidence would need to be provided to support the applicant's position; and (2) it would be 
the Office's position that the application contains inadequate disclosure that there is no teaching 
as to how to obtain the claimed properties with only the claimed ingredients. 

Claims 6-8: Horie et al. teaches that the non-VOC carrier/diluent comprises the linear and 
cyclic siloxanes of instant claims 6-8 (paragraphs 0009 and 0010). 
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Claim 9: Horie et al. further teaches that the non-VOC/diluent can be present at up to 
80% by weight which falls into the range of instant claim 9 (paragraph 0014). 

Claims 12 and 13: Horie et aL further teaches that the polyfunctional siloxane is a 
hydroxy-terminated polysiloxane having a molecular weight which falls into the range of instant 
claim 13 (paragraph 0020). 

Claim 14: Horie et al. further teaches that the cross-linker is a silane having an alkoxy 
functional silane (paragraph 0021). 

Claim 15: Horie et al. further teaches that solvents which have the limitation of instant 
claim 1 5 (paragraph 003 1 ). 

Claims 16 and 20: Horie et al. further teaches a room temperature cure of 24 hours 
(paragraph 0035). 

Claim 17: Horie et al. further teaches that the polyfunctional siloxane has a viscosity 
range of 50-100,000 cSt, which partially encompasses the viscosity range of instant claim 17 
(paragraph 0020). 

Claims 18 and 19: While Horie et al. does not explicitly teach the presence of a catalyst 
which promotes moisture curing, Horie et al. does teach that moisture-curable compositions can 
be employed (paragraphs 0033-0034). Official Notice is given that it is well-known to include 
catalysts which promote moisture-curing in systems which cure by the moisture-curing 
mechanism(s). 
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Claims 22 and 23 are rejected imder 35 U.S.C. 103(a) as being unpatentable over Horie et 
al. (JP-06-88025). For convenience, the English-language, machine-translation will be relied 
upon. 

Horie et al. teaches a method for preparing a curable mold release coating composition 
comprising: (a) providing a carrier composition/diluent and (b) mixing the carrier 
composition/diluent with a curable composition comprising at least one crosslinker and at least 
one polyfunctional siloxane (paragraphs 0033-0034). Horie et al. further teaches that the carrier 
composition/diluent comprises hexamethyldisiloxane (abstract). 

Claims 24 and 25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Horie et 
al. (JP-06-88025). For convenience, the English-language, machine-translation will be relied 
upon. 

Claim 24: Horie et al. teaches a method for preparing a mold release coating comprising: 
(a) applying a carrier composition/solvent which may comprise hexamethyldisiloxane (abstract) 
and a curable component comprising a combination of at least one cross-linker and at least one 
polyfunctional siloxane (examples 0033-0034) and allowing the composition to cure (paragraph 
0035). 

Claim 25: While Horie et al. is silent in regards to curing so as to achieve gloss values as 
claimed in instant claim 25, Horie et al. does teach the same process and composition as claimed 
in instant claim 24. It therefore follows that the cured compositions would have the same 
properties as claimed because Horie et al. teaches the same composition (vide supra). 
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